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ratios disclosed in Katzender are from 10:90 to about 80:20. which are outside the 
present invention and teach away from the weight ratio claimed by the Applicant. 
Applicant respectfully submits that it would not therefore have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the weight ratio to 
those claimed by the Applicant. 

Here. Applicant has surprisingly found, after exhaustive testing, an oral dosage 
form of oxcarbazepine which can be administered once per day and which produces 
constant plasma levels of the monohydroxy derivate of oxcarbazepine (10.1 1-dihydro- 
10-hydroxy-5H-dibenz[b,f]azepine-5-carboxamide, referred to as MHD) over a twenty- 
four (24) hour period. Applicant respectfully asserts that one skilled in the art would not 
be led from the delivery system disclosed by Katzender because the modified release 
formulation discovered by Applicant. 

In response, Applicant has amended Claim 8. For the reasons stated above, 
the prior art of Katzender and EibI, either alone or in combination, fail to teach or 
suggest the required elements of Applicant's claimed invention, and Applicant 
respectfully requests that the rejection under 35 U.S.C. § 103(a) is therefore overcome. 

VII. Double Patenting 

The Examiner has rejected claims 1-13 on the ground of nonstatutory 
obviousness-type double patenting overclaims 1-9, 12-13 and 15-16 of co-pending 
Application No. 10/598,553 in view of Katzhendler et al. (US 6,296.783). 

In making the nonstatutory obviousness-iype double patenting rejection, the 
Examiner cites a co-pending application that, according to USPTO records available via 
PAIR, has not yet been examined. Thus, patentable subject matter has not yet been 
identified in co-pending Application No. 10/598,553. 

Pursuant to MPEP §804, the Examiner may continue to make a double-patenting 
rejection in each pending application as long as there are conflicting claims in more than 
one application — unless the double patenting rejection is the only rejecUon remaining 
in at least one of the applications. At that point, a temriinal disclaimer would be required 
to bring either case to allowance, but it appears that prior to that point a terminal 

14 
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disclaimer is premature and not required prior to the identification of allowed claims. As 
understood by Applicant, the MPEP does not expressly require Applicant to respond to 
the obviousnesS'type double patenting rejection with a temiinal disclaimer until the time 
at which claims are otherwise allowed and the double patenting rejection is the only 
rejection remaining. 
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